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2a)D This action is FINAL. 2b)E*3 This action is non-final. 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Art Unit: 1745 

DETAILED ACTION 

Election/Restrictions 
This application contains a claim directed to the following patentably distinct species: 

1 . Group I, drawn to a battery element. 

2. Group II, drawn to a capacitor element. 

The species are independent or distinct because groups I and II are directed to related 
products. The related inventions are distinct if the (1) the inventions as claimed are either not 
capable of use together or can have a materially different design, mode of operation, function, or 
effect; (2) the inventions do not overlap in scope, i.e., are mutually exclusive; and (3) the 
inventions as claimed are not obvious variants. See MPEP § 806.05(j). In the instant case, the 
inventions as claimed have a materially different design, mode of operation, function and effect 
and are not obvious variants. Furthermore, the inventions as claimed do not encompass 
overlapping subject matter and there is nothing of record to show them to be obvious variants. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claim 1 is generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

During a telephone conversation with Howard Bernstein on May 24, 2007 a provisional 
election was made with traverse to prosecute the invention of group 1, claims 1-10, drawn to a 
battery element. Affirmation of this election must be made by applicant in replying to this 
Office action. Claim 10's recitation of a capacitor element, albeit in the alternative, is withdrawn 
from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 
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Information Disclosure Statement 
The Information Disclosure Statement (EDS) filed on February 5, 2007, January 25, 2006 
and February 26, 2004 have been considered by the examiner with the following exception: 
1 . JP 2002-343439 A as cited in the January 25, 2006 IDS appears to be missing 
from the file. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites the limitation "both sides" in line 5. There is insufficient antecedent basis 
for this limitation in the claim. It is suggested to positively recite a first and second side prior to 
the recitation of the limitation "both sides". 

Claims 1 and 3 each recites the limitation "both surfaces" in line 12 and line 3, 
respectively. There is insufficient antecedent basis for this limitation in the claim. It is 
suggested to positively recite a first and second surface prior to the recitation of the limitation 
"both surfaces". 

Claims 6 and 7 each recites the limitation "the other surface" in lines 2-3 and line 3, 
respectively. There is insufficient antecedent basis for this limitation in the claim. As above, it 
is suggested to positively recite a first and second surface as proper antecedents. 
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Claims 2, 4, 5 and 8-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
dependent upon a rejected base claim. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 4-6, 9 and 10 are rejected under 35 U.S.C. 102(a) as being anticipated by JP 
2002-298825. 

For purposes of detailed discussion, a machine translation of JP '825 is relied upon, 
available online at http://www.ipdl.inpit.go.ip/homepg e.ipdl . 

For claims 1 and 10, JP '825 teaches a film covered battery comprising a battery element 
having a positive [5] and negative [4] electrode opposing each other and a flexible casing (shown 
in Figure 7) for sandwiching said battery element from both sides in a thickness direction of said 
battery element to seal said battery element. See par. [0006] and [0014]. The flexible casing 
may comprise two halves as shown by cross-sectional Figures 8-11. The Figures show the 
casing as including a recess in one of said halves, such as upper half, for receiving said battery 
element. Lead terminals [1,2] are connected respectively to said positive electrode and said 
negative electrode of said battery element and extend from said casing. See par. [0029] 
Notwithstanding the rejection made under 35 U.S.C. 112, second paragraph (discussion above), 
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the lead terminals are shown as being connected to the battery element at a position inside of 
both surfaces of said battery element and in the thickness direction thereof, e.g. in Figure 6, the 
terminals [1,2] are inside collector [4a] and separator [6] in the thickness direction. 

For claim 2, the battery element is a laminate battery element which has a plurality of 
positive [5] and negative electrodes [4] which are alternately laminated, and each of said positive 
electrodes and said negative electrodes comprises a tab protruding therefrom, wherein the tabs of 
said positive electrodes and the tabs of said negative electrodes are collectively joined, 
respectively, to form said battery element with charge collectors associated respectively with 
said positive electrode and said negative electrode, each said charge collectors being positioned 
inside of both surfaces of said battery element in the thickness direction thereof, said lead 
terminals being connected respectively to said charge collectors. See par. [0012] and [0027]. 

For claims 4-6, Figure 5 is considered to show each of said lead terminal [1,2] bent in a 
crank shape in a direction opposite to said half of said casing formed with said recess, the recess 
formed in said casing with a depth which is substantially equal to the height from the surface of a 
portion of said lead terminal extending from said casing to the surface of said battery element 
received in said recess, and a leading end of each said bent lead terminal positioned outside of 
the other surface of said battery element opposite to said recess in the thickness direction of said 
battery element. 

For claim 9, the terminals [1,2] are connected to said battery element on sides of said 
battery element different from each other, i.e. left and right sides. See Figure 7. 
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Claims 1, 4-6, 9 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sonozaki et al. (U.S. Pat. 6,106,973). 

For claims 1 and 10, Sonozaki et al. teaches a film covered battery comprising a battery 
element having a positive [41] and negative [42] electrode opposing each other and a flexible 
casing [45] for sandwiching said battery element from both sides in a thickness direction of said 
battery element to seal said battery element. See col. 4 lines 4-49. The flexible casing may 
comprise two halves [95 A] (shown in duplicate) or two halves [135 A] (shown in duplicate). See 
Figure 1 1 and Figure 14. Figure 14 shows the casing as including a recess in one of said halves, 
such as the outer portion, for receiving said battery element [97] on one side of the battery 
element, such as its bottom side. Lead terminals [136] are connected respectively to said 
positive electrode and said negative electrode of said battery element and extend from said 
casing. See col. 7 line 23-29, and as shown in Figure 14. To the extent that the claim is 
understood for the reasons set forth under 35 U.S.C. 1 12, second paragraph (discussion above), 
the lead terminal is further shown as being connected to the battery element at a position inside 
of both surfaces of said battery element, i.e. inside the left and right lateral surfaces, and in the 
thickness direction thereof. See Figure 8 which shows terminal [46] and col. 5 line 42 et seq. 

For claims 4-6, Figure 8 is considered to show each of said lead terminal [46] bent in a 
crank shape in a direction opposite to said half of said casing formed with said recess, the recess 
formed in said casing with a depth which is substantially equal to the height from the surface of a 
portion of said lead terminal extending from said casing to the surface of said battery element 
received in said recess, and a leading end of each said bent lead terminal positioned outside of 
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the other surface of said battery element opposite to said recess in the thickness direction of said 
battery element. 

For claim 9, the positive lead terminal and negative lead terminal (both shown as [46]) 
are connected to said battery element on sides of said battery element different from each other, 
i.e. left and right sides, and/or top and bottom sides. See Figure 7. 

Claims 1, 4, 9 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by Lake 
(U.S. Pat. 5,326,652). 

For claims 1, 9 and 10, Lake teaches a film covered battery [10] comprising a battery 
element having a positive electrode [20] and a negative electrode [18] opposing each other and a 
flexible casing comprised of two halves for sandwiching said battery element from both sides in 
a thickness direction of said battery element to seal said battery element. See col. 4 line 39 et 
seq. and Figure 4. The casing is shown as including a recess in each of said halves for receiving 
said battery element. See col. 3 lines 60-68. The casing halves receive one side of said battery 
element as exemplified by adhesive [34] being attached to the major side battery. See col. 4 
lines 50-52. Lead terminals [14] and [16] are connected respectively to said positive electrode 
and said negative electrode of said battery element and extend from said casing, with each 
terminal being connected to said battery element at a position inside of both surfaces of said 
battery element in the thickness direction thereof and on sides of the battery element different 
from each other, i.e. left and right sides. See col. 3 lines 10-12, Figure 2 which shows the 
terminals comfortably connected within both outer surfaces of the battery and at different sides, 
and Figure 3, which further illustrates the same in cross-section. 
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For claim 4, the recess formed in said casing has a depth which is substantially equal to 
the height from the surface of a portion of said lead terminal extending from said casing to the 
surface of said battery element received in said recess. See Figures 3 and 4. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 2002- 
298825. 

JP '825 does not explicitly teach the claimed thickness of the battery element (in mm), 
the claimed position of the charge collector (in mm), or the distance of the leading end of the 
bent terminals (in mm). However, absent of unexpected results it is asserted that these 
dimensions would be an obvious matter of design choice. In re Japikse, 181 F.2d 1019, 86 
USPQ 70 (CCPA 1950), In reKuhle, 526 F.2d 533, 188 USPQ 7 (CCPA 1975). 

Allowable Subject Matter 
Claim 8 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 
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The following is a statement of reasons for the indication of allowable subject matter: the 
prior art of record does not teach or suggest the instant invention regarding a battery having a 
plurality of positive and negative electrodes having lead terminals bent in a crank shape, wherein 
a protrusion in the casing is substantially equal to, i.e. the height from a first side of the battery 
element to the charge collector. This feature is understood by the examiner as being exemplified 
and shown by Figure 10. 

The examiner notes that while JP '825 may arguably teach or at least suggest a protrusion 
in the lower half of the casing as shown in Figure 9, the protrusion does not have the height as 
claimed insofar as it protrudes in the opposite (i.e. convex) direction. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julian Mercado whose telephone number is (571) 272-1289. The 
examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan, can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




PATRICK JOSEPH RYAN 
SUPERVISORY PATENT 




